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DETAILED ACTION 

1 . This action is response to the Amendment filed on November 23, 2009. 

2. Claims 10, and 50-55 have been amended, claims 1-55 are currently pending. 

Response to Amendment 

3. Applicant's arguments, with respect to claims 1,4,7,10,17-31,34-35, 40,43,45, 
and 50-55, filed on 8/21/2006 have been fully considered and are persuasive. 

35 U.S.C. 112 rejections have been withdrawn. 

4. Applicant's arguments, with respect to claims 1-55, filed on 8/21/2009, with 
respect to the rejection(s) of claim(s) under U.S.C. 102 (b) and 103(a) have been fully 
considered and are persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground(s) of rejection is made in view of 
new prior art reference. 

Claim Rejections - 35 USC § 101 
5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

A claim drawn to such a computer readable medium that covers both statutory ( 
non-transitory) and non-statutory ( transitory) embodiments (under the broadest 
reasonable interpretation of the claim when read in light of the specification and in view 
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of one skilled in the art) embraces subject matter that is not eligible for patent protection 
and therefore is directed to non-statutory subject matter. 

Claims 50-55 are rejected under 35 U.S.C. 101 because the amended claimed 
invention is directed to non-statutory subject matter. In specification 1J254, the program 
is stored and provided on a computer-readable storage media, "such as" a magnetic 
disc and a semiconductor memory, read by a computer during computer startup or the 
like. However, "such as" does not exclude transitory medium. The embodiments may be 
amended to narrow the claim to cover only statutory embodiments to avoid a rejection 
under 35 U.S.C. 101 by adding the limitation" no-transitory" to the claim. Cf. Animals- 
Patentability, 1077 Off. Gaz.Pat. Office 24 (April 21, 1987). 



Claim Rejections - 35 USC § 103 



6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-49 are rejected under 35 U.S.C. 103 (a) as being unpatentable over 
Ishii (US PGPUB 2003/0153310 A1) in views of Evensen et al. (US PGPUB 



2003/01 53332 A1). 
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Regarding claims 1-6 , 15 , 31-34 and 38, Ishii discloses "a mobile 
communication network to which one or more terminals and one or more terminal 
position determination devices are connected, and one or more servers that can 
communicate with said terminal, said terminal position determination device having a 
function for receiving a position request message from said terminal and providing to 
said terminal, information on the position of said terminal, when said terminal notifies 
the server selected from said one or more servers that can communicate with said 
terminal of the positional information of the terminal itself, said terminal obtaining via 
said position request message said information on the position of the terminal itself from 
said terminal position determination device, determining the positional information of the 
terminal itself and notifying said selected server of the positional information", ( 1T30 
which recites mobile multi-network, GMLC (terminal position determination device) and 
client terminal and HLR/HSS and SGSN ( server) and privacy setting are stored in 
GMLC as referring to FIG. 1 , there is shown a location system of a mobile multi- 
network environment according to the present invention. The location service system is 
comprised of a plurality of GMLCs (gateway mobile location centers) 202 and 212 to 
which client terminals 201 and 21 1 are respectively connected to send their location 
requests. GMLC 202 is connected to SGSN/MSCs (serving GPRS support node/mobile 
service switching centers) 203 and 213. GMLC 212 is also connected to both 
SGSN/MCSs 203, 213. Further, both GMLCs are interconnected to each other to send 
a location request to the other GMLC when the request is for a UE terminal of the 
external network. RANs 204 and 214 are connected to SGSN/MSCs 203, 213, 
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respectively. UE terminals 205 and 215 are connected via a wireless link to the RANs 
204, 214, respectively. For simplicity, only one RAN is shown connected to each 
SCSN/MSC as a representative of a number of RANs managed by the associated 
SGSN/MSC. Identification data of SGSN/MSC 203, which manages RAN 204 where 
UE terminal 205 is connected, is maintained in an HLR/HSS (home location 
register/home subscriber server) 206 and the identification data of SGSN/MSC 213, 
which manages RAN 214 where UE terminal 215 is connected, is maintained in an 
HLR/HSS 216. The privacy settings of UE terminal 205 are stored in GMLC 202 and 
the identification data of GMLC 202 is stored in HLR/HSS 206. The privacy settings of 
UE terminal 215 are stored in GMLC 212 and the identification data of GMLC 212 is 
stored in HLR/HSS 216. Each of the HLR/HSS 206 and 216 is connected to both 
GMLCs 202,212), 

"wherein said terminal position determination device has privacy settings for 
users who use each of the terminals, and a privacy check unit, which privacy check unit 
having a function for determining, based on said privacy setting, whether to permit the 
notification of the positional information from said terminal to said selected server, 
wherein said terminal position determination device, upon receiving said position 
request message from said terminal, determines by using said privacy check unit 
whether to permit the notification of the positional information from said terminal to said 
selected server, and if permitted, provides to said terminal said information on the 
position of said terminal" (^14, which recites (GMLC) holding privacy setting and 
performing checking as client terminal for transmitting a location request specifying a 
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target mobile terminal, a positioning system accessible to the mobile terminals for 
producing location information in response to a location request, and a gateway for 
holding privacy settings of the mobile terminals, performing a first privacy check on a 
location request of the client terminal using the privacy settings of a target mobile 
terminal specified by the request, transmitting the request to the positioning system to 
obtain location information if the request conforms to the privacy settings, and 
performing a second privacy check on the location information using the privacy settings 
of the target mobile terminal) and ( 1J32, which recites if privacy check fail or user 
disapproval that In response to a location request either from a client terminal or other 
GMLC (step 301 , FIG. 2A), the GMLC of each network (hereinafter requesting GMLC) 
proceeds to step 302 to check to see if the location request is from a client terminal or 
from other GMLC. If it is determined that the location request is from a client terminal, 
flow proceeds from step 302 to step 303 to verify the authentication of the requesting 
client terminal. If the verification fails, flow proceeds to step 327 (FIG. 2C) to send an 
error message to the requesting client terminal). However, Ishii does not explicitly 
disclose "notification of the positional information from terminal to selected server". 

In an analogous art, Evensen discloses (1J44 and 45, which recites after GMLC 
verified privacy check then messages for individual positioning are then exchanged 
between the RAN 6 and the UE and a Location Report 43 containing the location 
information is then sent from the RAN 6 to the SGSN or MSC 3 (selected Server). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use Ishii teaching in privacy setting in combination of 
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Evensen provides enhanced user privacy when responding to a location request from a 
client requesting location information for a mobile terminal. (See Abstract). 

Rationales for arriving at a conclusion of obviousness suggested by the Supreme 
Court's decision in KSR include: Combine prior art elements according to known 
method to yield predictable result. 

Regarding claims 7-10, and 35-37 Ishii discloses "two or more mobile 
communication networks ,(1[30 which recites mobile multi-network, GMLC (terminal 
position determination device) and client terminal and HLR/HSS and SGSN ( server) 
and privacy setting are stored in GMLC [as referring to FIG. 1) to which one or more 
terminals and one or more terminal position determination devices are connected, and 
one or more servers that can communicate with said terminal, said terminal position 
determination device having a function for receiving a position request message from 
said terminal and providing to said terminal, information on the position of said terminal, 
when said terminal notifies the server selected from said one or more servers that can 
communicate with said terminal of the positional information of the terminal itself, said 
terminal obtaining via said position request message said information on the position of 
the terminal itself from said terminal position determination device, determining said 
positional information of the terminal itself and notifying said selected server of said 
positional information, wherein a first of said terminal position determination device 
associated with a first of said mobile communication network has privacy settings for 
users who use each of the terminals associated with said first mobile communication 
network, and a privacy check unit, which privacy check unit having a function for 
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determining whether to permit, based on said privacy setting, the notification of the 
positional information from said terminal associated with said first mobile 
communication network to said selected server" Evensen discloses (^44 and 45, which 
recites after GMLC verified privacy check then messages for individual positioning are 
then exchanged between the RAN 6 and the UE and a Location Report 43 containing 
the location information is then sent from the RAN 6 to the SGSN or MSC 3 (selected 
Server), 

"wherein a second of said terminal position determination device associated with 
a second of said mobile communication network, upon receiving said position request 
message from said terminal associated with the first mobile communication network, ( 
1T32, which recites the second network and other GMLC check with home GMLC ( first 
network and GMLC) that in response to a location request either from a client terminal 
or other GMLC (step 301 , FIG. 2A), the GMLC of each network (hereinafter requesting 
GMLC) proceeds to step 302 to check to see if the location request is from a client 
terminal or from other GMLC. If it is determined that the location request is from a client 
terminal, flow proceeds from step 302 to step 303 to verify the authentication of the 
requesting client terminal. If the verification fails, flow proceeds to step 327 (FIG. 2C) to 
send an error message to the requesting client terminal.) inquires of said first terminal 
position determination device about whether to permit the notification of the positional 
information from said terminal to said selected server, wherein said first terminal 
position determination device determines by using said privacy check unit whether to 
permit, based on said privacy setting, the notification of the positional information from 
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said terminal to said selected server, and notifies said second terminal position 
determination device of the result of the determination", 

"wherein said second terminal determination device provides to said terminal 
said information on the position of said terminal, if the notification of the positional 
information from said terminal to said selected server is permitted based on the result of 
0J33, which recites if home GMLC is verified that If the client terminal is verified (step 
304), flow proceeds to step 305 to determine whether a home GMLC that manages the 
privacy information of the target UE is already known. If the requesting GMLC is the 
privacy management node of the target UE terminal, the decision at step 305 is 
affirmative and flow proceeds to step 308. ) said determination notified from said first 
terminal position determination device". fl[34, which recites that if the decision at step 
305 is negative, flow proceeds to step 306 to send an enquiry message to the HLR/HSS 
of the network which the target UE belongs to, in order to obtain information as to the 
identity of a home GMLC that maintains the privacy information of the target UE. If the 
identity of the home GMLC is obtained from the HLR/HSS, the decision at step 307 is 
affirmative and flow proceeds to step 308 to determine whether the received GMLC 
identity indicates that the requesting GMLC is the home GMLC of the target UE.) 

Regarding claims 11-14, Ishii discloses "wherein said first privacy check device 
inquires, by using said privacy check unit, of the user of said terminal about whether to 
permit the notification of the positional information to said server, and notifies said 
second privacy check device of the result, notified from said terminal, of the 
determination by said user" ( f[32, which recited the other GMLC privacy check result 
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determined by user that In response to a location request either from a client terminal or 
other GMLC (step 301 , FIG. 2A), the GMLC of each network (hereinafter requesting 
GMLC) proceeds to step 302 to check to see if the location request is from a client 
terminal or from other GMLC. If it is determined that the location request is from a client 
terminal, flow proceeds from step 302 to step 303 to verify the authentication of the 
requesting client terminal. If the verification fails, flow proceeds to step 327 (FIG. 2C) to 
send an error message to the requesting client terminal. (User)) . 

Regarding claims 16 and 39, Ishii discloses "wherein said information on the 
position provided to said terminal from said terminal position determination device is 
supplementary information ( lf16, which recites the additional information is provided 
that each gateway (GMLC) is arranged to transmit an event-triggered location 
request to the positioning system to obtain location information of the target mobile 
terminal if a specified event occurs with respect to the target mobile terminal, perform 
the second privacy check on the location information if the privacy settings of the target 
mobile terminal is not altered before the location information is obtained from the 
positioning system if the privacy settings of the target mobile terminal is altered before 
the location information is obtained from the positioning system) required for said 
terminal to determine the positional information of the terminal itself. 

Evensen discloses (1J28, the GMLC 5 then forwards the LCS Request at 16 to 
the SGSN or MSC 3. The forwarded LCS Request carries the Service Type (Service 
type and Requestor ID are supplementary information of UE location) when one 
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has been received from the LCS Client 1 . FIGS. 3A and 3B) required for said terminal 
to determine the positional information of the terminal itself. 

Regarding claim 17, Evensen discloses "a positional information notification 
method comprising the steps: (1 ) a terminal for notifying a server that can communicate 
with the terminal of the positional information of the terminal itself transmits a position 
request message (lf16, The system includes a mobile location node that receives the 
location request from the client, requests routing information from the HLR/HSS ( 
server), and forwards the location request to the service node ) to a terminal position 
determination device (1f05, The main network component for providing LCS services is 
the GMLC (Gateway Mobile Location Center), to which all location requests are 
transmitted, and which, in return, provides the requested location from the mobile 
network, wherein GMLC is terminal position determination device, 

2) Terminal position determination device determines whether to permit the 
notification of the positional information fl[17, the main network component for providing 
LCS services is the GMLC (Gateway Mobile Location Center), to which 
all location requests are transmitted, and which, in return, provides the requested 
location from the mobile network) from said terminal to said server based on privacy 
setting information for a user who uses said terminal, 

(3) if the notification of the positional information from said terminal to said server 
has been determined to be permitted, position measurement ( ^17, the method may 
also include the steps of mapping the service identity received in the location request to 
a service type utilizing a mapping function in the mobile location node ) is performed 
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between said terminal position determination device and said terminal, wherein 
mapping function is same as position measuring function of terminal location. 

(4) Terminal position determination device (1J26, the GMLC may utilize mapping 
function 1 3 to map the received service identity to a corresponding service type. If the 
codeword functionality is supported, the GMLC may reject the LCS Request whenever 
the LCS Client type is "value added" and the codeword was not received) provides to 
said terminal the positional information of said terminal obtained by said position 
measurement, 

(5) Terminal notifies said server of said provided positional information of the 
terminal itself. fl[24, It is understood that both the SGSN and the MSC inform the HLR of 
their current LCS capabilities during a previous Update Location procedure.) 

Regarding claims 18-29 have limitations similar to those treated in the above 
claim 17 rejection(s), and are met by the references as discussed above. 

Regarding claim 30 has limitations similar to those treated in the above claim 7 
rejection(s), and are met by the references as discussed above. 

Regarding claims 40 and 48-49, Ishii discloses "a holding unit for holding privacy 
settings for users who use each of the terminals, (^14, which recites position 
determination device (gateway) which holding privacy setting that a gateway for holding 
privacy settings of the mobile terminals, performing a first privacy check on a location 
request of the client terminal using the privacy settings of a target mobile terminal 
specified by the request, transmitting the request to the positioning system to obtain 
location information if the request conforms to the privacy settings, and performing a 
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second privacy check on the location information using the privacy settings of the target 
mobile terminal ) and a privacy check unit for determining whether to permit, based on 
said privacy setting, the notification of the positional information from said terminal to 
said server", 

"wherein, when said terminal position determination device receives the position 
request message from said terminal, and inquires of said privacy check device about 
whether to permit the notification of the positional information from said terminal to said 
selected server, said privacy check device determines by using said privacy check unit 
whether to permit, based on said privacy setting, ( ^30,which recites privacy setting 
device to determine notification that The privacy settings of UE terminal 215 are stored 
in GMLC 212 and the identification data of GMLC 212 is stored in HLR/HSS 216. Each 
of the HLR/HSS 206 and 216 is connected to both GMLCs 202,212. as show in 
flowchart Fig 2A, 2B and 2C) the notification of the positional information from said 
terminal to said selected server, and notifies said terminal position determination device 
of the result of the determination". 

Regarding claim 41 , Ishii discloses "wherein said privacy check device inquires 
of the user of said terminal about whether to permit the notification of the positional 
information to said selected server, and notifies said terminal position determination 
device of the result, notified from said terminal, of the determination by said user " ( fl1 1 , 
which recites the determination by user that for securing location-service privacy 
protection not only for privacy parameters known at the time a location request is made, 
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but those privacy parameters which can be determined only at the time after the 
location information of the target mobile terminal is obtained.). 

Regarding claim 42, Ishii discloses "wherein a condition for said inquiry of the 
user of said terminal is that the notification of the positional information from said 
terminal to said selected server is not permitted based on the privacy setting for the 
user who uses said terminal" 0[39, which recites if not permitted that the decision at 
step 308 is negative, and flow proceeds to step 325 (FIG. 2C) to send a location request 
to the home GMLC and waits for location information from the home GMLC at step 
326). 

Regarding claims 43-47, Ishii discloses "wherein, when said terminal position 
determination device connected to the mobile communication network to which the 
privacy check device itself is connected receives said position request message from 
said terminal, and inquires of the privacy check device about whether to permit the 
notification of the positional information from said terminal to said selected server, if said 
terminal is the one associated with the mobile communication network to which the 
privacy check device itself is connected, said privacy check device determines by using 
said privacy check unit whether to permit, based on said privacy setting, the notification 
of the positional information from said terminal to said selected server, and notifies said 
terminal position determination device of the result of the determination, on the other 
hand, if said terminal is the one not associated with the mobile communication network 
to which the privacy check device itself is connected, said privacy check device inquires 
of other privacy check devices connected to other mobile communication networks 
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(1J12, which recites work with other network for privacy protection that securing location- 
service privacy protection for location requests from clients of an external network 
requesting the location of UE terminals of a home network by allocating functions and 
responsibilities to gateways of the networks ) and ( 1J18, which recites that privacy 
setting in multi-network environment that FIG. 1 is a block diagram of a location system 
of the present invention for implementing location services with enhanced support for 
user privacy in a multi-network environment )with which said terminal is associated 
about whether to permit the notification of the positional information from said terminal 
to said selected server, and notifies said terminal position determination device of the 
result of the inquiry", fl[35, which recites user make determination of privacy setting that 
If the location request conforms to the privacy settings of the target UE, the home 
GMLC proceeds from step 312 to step 313 to send an enquiry message to the 
HLR/HSS system for requesting the identity of SGSN/MSC that manages the target 
RAN), 

"wherein said privacy check device, when inquired by the other privacy check 
devices connected to the other mobile communication networks than the mobile 
communication network to which the privacy check device itself is connected, about 
whether to permit the notification of the positional information from said terminal residing 
the mobile communication network ( ^21 , which recites the workflow of privacy check 
setting between the networks that FIG. 4 is a sequence diagram for illustrating a series 
of events that occur across the location system when a home network client is 
requesting the location information of a UE terminal from an external network; )to which 



Application/Control Number: 1 0/576,1 1 2 Page 1 6 

Art Unit: 2617 

the privacy check device itself is connected to said selected server, determines by using 
said privacy check unit whether to permit, based on said privacy setting, the notification 
of the positional information from said terminal to said selected server, and notifies the 
other privacy check devices of the result of the determination". 

8. Claims 50-55 are rejected under 35 U.S.C. 103 (a) as being unpatentable over 
Ishii in views of Evensen et al. and in further view of Ichimura ( US PGPUB 
2003/008411 9 A1) 

Regarding claims 50 -51 and 53, Ishii and Evensen disclose invention as claims 
1 , 31 and 40 for a mobile network both Ishii and Evensen do not explicitly disclose a 
computer readable medium with computer program execute the all related 
embodiments. 

In an analogous art, Ichimura discloses" A program causes (IP 3, an object of the 
present invention is to provide a position information processing terminal and a position 
information supply system, and a position information processing method which intend 
to protect privacy of a user who is provided with position related information, and an 
operation control program therefor) in a positional information notification system 
comprising a mobile communication network to which one or more terminals and one or 
more terminal position determination devices are connected, and one or more servers 
that can communicate with said terminal, said terminal position determination device 
having a function for receiving a position request message from said terminal and 
providing to said terminal, information on the position of said terminal, when said 



Application/Control Number: 1 0/576,1 1 2 Page 1 7 

Art Unit: 2617 

terminal notifies the server selected from said one or more servers that can 
communicate with said terminal of the positional information of said terminal, said 
terminal obtaining via said position request message said information on the position of 
the terminal itself from said terminal position determination device, determining the 
positional information of the terminal itself, and notifying said selected server of said 
positional information, a computer constituting ( 1J29, a program for making a 
computer to execute a position information processing method in a position 
information processing terminal for transmitting position information indicative of a 
position of a user to a server through a communication network and receiving position 
related information which is related to the position information from the server, 
comprising the function of ) said terminal position determination device to function as a 
holding unit for holding the privacy setting for a user who uses said terminal, a privacy 
check unit for determining whether to permit, based on said privacy setting, the 
notification of the positional information from said terminal to said selected server, and a 
providing unit for, upon receiving said position request message from said terminal, 
determining by using said privacy check unit whether to permit the notification of the 
positional information from said terminal to said selected server, and, if permitted, 
providing to said terminal said information on the position of said terminal". Evensen 
discloses flI06, The Provide Subscribe Location message is utilized by the GMLC to 
request the subscriber's location, from the Serving GPRS Support Node (SGSN) or 
Mobile Switching Center (MSC)) by using said privacy check unit (1106, The SGSN or 
MSC maps the received LCS client ID parameter to the subscriber's recorded privacy 
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parameters (e.g., list of allowed LCS clients) to screen out any unwelcome location 
requests), of the user of said terminal about whether to permit the notification of the 
positional information to said selected server, and provides to said terminal said 
information on the position of said terminal ( 1f16, providing enhanced user privacy 
when responding to a location request from a client requesting location information for a 
mobile terminal only when said user permits the notification of the positional information 
to said selected server"(1f16, The mobile network includes a service node serving the 
mobile terminal and a home location register/home subscriber server (HLR/HSS) 
associated with the mobile terminal, wherein mobile unit will send location information to 
server ( HSS) only if user permits. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use Ishii and Evensen teaching in privacy setting in 
location notification of terminal device and in combination of Ichimura provides 
computer program to execute the process through a communication network to supply 
position related information which is related to the position information in question from 
the server) see (1129). 

Rationales for arriving at a conclusion of obviousness suggested by the 
Supreme Court's decision in KSR include: Known work in one field of endeavor may 
prompt variation of it for use in either the same field or a different one based on design 
incentives or other market forces if the variations are predictable to one of ordinary skill 
in the art; The TSM test. 
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Regarding claims 52, 54 and 55 have two or more mobile networks have 
limitations similar to those treated for claim 7, 35, 43 , 45 and 50 rejection(s), and are 
met by the references as discussed above. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KUO WOO whose telephone number is (571)270-7266. 
The examiner can normally be reached on 10-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on 571-272-7922. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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